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Protecting the value of
software patents in the US
Applicants of software patents must
constantly navigate an everchanging legal minefield of potential
pitfalls ranging from patentability to
enforcement considerations to
ensure that the full value of a
granted patent can be realised.
Brent R. Bellows, Ph.D., Member of
Knowles Intellectual Property
Strategies, LLC, examines the
strategies that exist to protect the
value of software patents.
A patent allows its owner to
exclude others from making, using
or selling the patented invention.
Because of this, the filing of a
patent application may implicate a
wide range of offensive and
defensive business goals and
represents a powerful tool in any
commercial setting. A patent
owner that does not strategically
position his patent claims to ensure
validity and enforcement against
potential infringers, however, will
not only fail to realize the patent's
full value, but also greatly undercut
any business goals for filing the
patent in the first place.
Because of ever-changing legal,
technological and economic
landscapes and requirements,
many software-related patents
thought to be well-positioned and
valuable at the time of their grant
may no longer be so.
The following discussion
provides a non-exhaustive
overview of several important
issues that any software patent
applicant or owner should be
aware of in order to best protect
the full value of his patents.
Avoid non-patentable subject
matter pitfalls
Software-related patents face
potential hurdles in meeting the
patentable subject matter
requirement of 35 U.S.C. § 1011
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due largely to their algorithmic or
abstract nature. In the United
States, claims directed to ‘laws of
nature, physical phenomena, and
abstract ideas’ are not patentable2,
although ‘an application of a law of
nature or mathematical formula to
a known structure or process may
well be deserving of patent
protection’3. So, while a claim to
software per se is not patentable4, a
claim to the application of such
software may well be so5.
In the Bilski case, the Supreme
Court, while refusing to expressly
rule on the patentability of
software-related patents, did
indicate that process claims
narrowly tailored to the application
of abstract ideas, while avoiding
pre-empting the idea itself, may be
patentable6. And even though the
Supreme Court eschewed the
‘machine-or-transformation’ test as
the sole test to determine § 101
compliance in Bilski, it did reiterate
its usefulness as a tool in assisting
the analysis7. Importantly, several
lower courts have subsequently
addressed § 101 patentability issues
relating directly to software
patents. The common theme in
these cases appears to be that a
software-related claim that ties the
underlying application or
algorithm to a concrete and limited
practical application that avoids
broad preemption of a concept is
less likely to be an abstract idea
and more likely to meet the
patentability requirements of § 101
than a claim that is not so tied8.
In light of these rulings,
applicants must be mindful of how
to properly claim software-related
inventions to ensure that their
claims meet patentability
requirements. Applicants should:
 Draft claims that explicitly
include the hardware that will
interact or be controlled by the
software. A claim that involves or is
executed by a particular machine
or apparatus is less likely to be

drawn to an abstract idea.
Applicants should avoid limitations
that are merely ‘tokens’ or that
represent ‘insignificant, postsolution components’9.
 Draft claims that meaningfully
manipulate data representing
physical or tangible objects. The
claims should explicitly identify
how the object is transformed
from one form into another.
 Draft claims that emphasis the
practical or limited nature of the
application, avoiding preemption
issues.
 Draft additional apparatus and
system claims to avoid potential §
101 issues inherent in process
claims.
 Draft specifications that clearly
identify the functional application
of the technology, and how
improvements using the
technology can be perceived in the
real world.
Be aware of potentially
differing burdens for proving
invalidity
Under United States law, all patents
are presumed valid10. Currently, an
alleged infringer challenging the
validity of a patent based on
invalidating prior art is required to
show by ‘clear and convincing
evidence’ that the prior art renders
the patent invalid11. This standard
applies regardless of whether the
prior art was considered by the US
Patent and Trademark Office
(USPTO) during prosecution of
the asserted patent.
Recently, the Supreme Court
granted a petition for writ of
certiorari in Microsoft v i4i to
address the proper evidentiary
standard to be applied during a
validity challenge12. Of
consideration is a ‘hybrid’
evidentiary standard, wherein ‘clear
and convincing evidence’ would be
required to invalidate a patent
when the asserted invalidating
prior art was considered by the
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USPTO during prosecution, while
a ‘preponderance of the evidence’
would be required to invalidate the
patent when the asserted prior art
was not considered.
To the extent that the court
adopts this ‘hybrid’ approach,
applicants should contemplate
strategies for expanding their
identification of prior art for
citation to the USPTO. This may
include performing structured or
formalized prior art searches, as
well as identifying and citing all
known cumulative art. By
expanding the scope of prior art
cited, applicants would decrease
the realm of art that an alleged
infringer could assert against the
patent, which would inherently
increases the value of the patent
upon adoption of the ‘hybrid’
standard by ensuring a greater
chance of maintaining the
heightened standard of validity
upon challenge.
Be mindful of the joint
infringement trap for process
or method claims
To prove direct infringement, a
patent owner must show that a
single entity practices every
element of a valid claim13. Joint
infringement occurs when no one
party practices the asserted claim,
but instead the steps of the claim
are practiced by different parties14.
Where a joint infringement
situation occurs, the claim is
directly infringed only if one party
exercises ‘control or direction’ over
the entire process such that every
step is attributable to the
controlling party15. ‘Control or
direction’ only exists when there is
an agency relationship between the
parties who perform the method
steps or when one party is
contractually obligated to the other
to perform the steps16.
Software-related method claims
routinely present joint
infringement challenges due to
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A softwarerelated claim
that ties the
underlying
application or
algorithm to
a concrete
and limited
practical
application...
is less likely
to be an
abstract idea
and more
likely to meet
the
patentability
requirements
of § 101 than
a claim that
is not so tied

their susceptibility to be practice by
distributive or decentralized
entities. Given the requirement to
prove an agency relationship or
contractual obligation amongst the
practicing parties in these
situations, applicants should strive
to draft claims from the
perspective of a single centralized
entity, party, or computer
component that cannot be
disaggregated (e.g., drafting all
steps from the perspective of a
single server). Applicants who fail
to adequately address joint
infringement during claim drafting
may be left with valid but
unenforceable - and thus valueless
- claims17.
Conclusion
Software patent applicants and
owners should manage their
portfolios with an eye toward
software-specific issues that could
detrimentally affect their software
patents. Proactive steps may be
taken by software patent applicants
and owners to avoid these issues.
Otherwise, software patent
applicants and owners run the risk
of unintentionally undermining
the value of these business assets.
Brent R. Bellows, Ph.D. Member
Knowles Intellectual Property Strategies,
LLC
bbellows@kipsllc.com.
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